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DETAILED ACTION
Continued Examination Under 37 CFR 1.114
A request for continued examination under 37 CFR 1.114, including the
fee set forth in 37 CFR 1.17(e), was filed in this application after final rejection.
Since this application is eligible for continued examination under 37 CFR 1.114,
and the fee set forth in 37 CFR 1.17(e) has been timely paid, the finality of the
previous Office action has been withdrawn pursuant to 37 CFR 1.114.

Applicant;s submission filed on 9/04/07 has been entered.

Claim Rejections - 35 USC § 103
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for

all obviousness rejections set forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described
as set forth in section 102 of this title, if the differences between the subject matter sought to
be patented and the prior art are such that the subject matter as a whole would have been
obvious at the time the invention was made to a person having ordinary skill in the art to which
said subject matter pertains. Patentability shall not be negatived by the manner in which the
invention was made. '

Claims 1, 8, 16, and 22 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Palsson (US 2003/0079820 A1) in view of Olofsson et al. (US
6682254 B1).

Regarding claims 1 and 22, Palsson discloses a building board which has
two mutually opposite longitudinal edges (2', 2" of Figure 2) and two mutually
opposite transverse edges (2", 2 V, of Figure 6) running at right angles to the
longitudinal edges, one longitudinal edge and one transverse edge in each case

having a tongue (11, e respectively) and the opposite longitudinal edge and
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transverse edge having a g‘roove (13, h respectively) corresponding to the
tongue, via which a plurality of building boards can be connected to one another
and locked in the vertical direction in relation to one another, wherein the tongue
on the longitudinal edge comprises a bevel (a), and the tongue and the groove
on the longitudinal edge are designed such that two boards which are connected
to one another at the longitudinal edges are also locked in a horizontal direction
in relation to one another, wherein the groove (13) on the longitudinal edge (2") is
bounded by a top lip (b) and a bottom lip (14), the bottom lip projects laterally
beyond the top lip and has a concave recess (c) over the entire length, and the
tongue has a convex underside (d) which corresponds to the recess, the bevel
being conterminous with the convex underside of the tongue. Palsson does not
disclosé that the building board is made of OSB (oriented strand board), nor
discloses that the tongue on the Idngitudinal edge comprises a recess adjacent
the bevel. However, Palsson discloses that prior art'floor boards can be made
out of OSB (Par 0005). Therefore, it would have been obvious to one having
ordinary skill in the arts at the time of the Applicant's invention to modify the floor
board of Palsson to be made of OSB as this would provide a strong and durable
material for a flooring system. Moreover, Olofsson et al. discloses a floor board
(Figure 5) wherein a tongue (2) comprises a recess (6) adjacent a bevel (a).
Thgrefore, it would have been obvious to one having ordinary skill in the arts at
the time of the Applicant's invention to modify the floor board of Palsson to

include a recess adjacent a bevel as taught by Olofsson et al. to be adjacent the

bevel of Palsson to provide a cavity where excess glue can collect (Col 3, Ln 21-
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28). Furthermore, the modification éf a recess by Olofsson et al. being placed
adjacent the bevel would have the bevel conterminous with both the recess and
the convex underside of the tongue. The bevel (a) of Palsson constitutes as the
entire upper surface of the tongue, as such, the placement of the recess as
taught by Olofsson, which woﬁld be adjacent the bevel, would place the recess
as being conterminous with the bevel in addition to being conterminous with the
convex underside of the tongue.

Regarding claim 8, Palsson discloses a building board, comprising a first
longitudinal edge (2’) having a tbngue (11); a second longitudinal edge (2") -
opposite the first longitudinal edge and having a groove (13) bounded by a top lip
(b) and a bottom lip (14); a first transverse edge (2'”) adjacent to the first and
second longitudinal edges and having a tongue (e); a second transverse edge
(2"V) adjacent to the first and second longitudinal edges and having a groove (h);
and an upwardly projecting extension (15) on the bottom lip of the second
longitudinal edge that locks interconnected boards in a horizontal direction in
relation to one another, wherein a front edge of the t;)ngue of the first longitudinal
edge comprises a bevel (a), the bottom lip of the second longitudinal edge has a
concave recess (c) over its length, and the tongue of the first longitudinal edge
has a convex underside (d) which corresponds to the concave recess, but does
not disélose a recess formed in the tongue adjacent to the bevel. However,
Olofsson et al. discloses a floor board (Figure 5) wherein a tongue (2) comprises

a recess (6) adjacent a bevel (a). Therefore, it would have been obvious to one

having ordinary skill in the arts at the time of the Applicant's invention to modify
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the floor board of Palsson.to include a recess formed in the tongue of the first
longitudinal edge adjacent to the bevel as taught by Olofsson et al. to provide a
cavity where excess glue can collect (Col 3, Ln 21-28).

Regarding claim 16, Palsson already modified by Olofsson et al. discloses
the structure discussed above and further discloses a bevel (g) on the top lip of
the second longitudinal edge (2"”) which corresponds or is complementary to the
bevel (a) of the tongue of the first longitudinal edge (2’).

Claims 3, 6, 9, 10, and 19 are rejected under 35 U.S.C. 103(a) as being
unpatentable o'ver Palsson in view of Olofsson et al. as applied to claims 1 and 8
above, and further in view of Thiers (US 2002/0056245 A1).

Regarding claim 3, Palsson already modified by Olofsson et al. discloses
the structure as discussed above, but does not disclose that the longitudinal
edges and the transverse edges have a chamfer on their top side, with the result
that a V-shaped joint is formed at the connecting location between two boards.
However, Thiers discloses a floor board (2) wherein the longitudinal edges and
the transverse edges have a chamfer (15, Par 0066) on their top side, with the
. result that a V-shaped joint is formed at the cohnecting location between two
boards as shown in Figure 5. Therefore, it would have been obvious to one
having ordinary skill in the arts at the time of the Applicant's invention to modify
the floor board of Palsson already modified by Olofsson et al. so that the
longitudinal edges and the transverse edges have a chamfer on their top side,
with the result that a V-shaped joint is formed at the connecting location between

two board as taught by Theirs to provide a panel that can be easily rotated in
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relation to one another (Par 0067) as well as provide an aesthetically pleasing
surface along the upper edges of the board.

Regarding claim 6, Palsson already modified by Olofsson et al. discloses
the structure as discussed above, and further discloses that the top side of the
board has a decorative layer (3) but does not disclose that the decorative layer
(3) on the top side of the board is provided with markings along which the board
is capable of being fastened on the beams by means of screws or nails.
However, Theirs discloses a floor board (2) wherein the top decorative layer (23)
has markings in the fbrm of imprinted wood patterns, along which, screws or
nails could obviously be fastened. Therefore, it would have been obvious to one
having ordinary skill in the arts at the time of the Applicant's invention to modify
the floor board of Palsson already modified by Olofsson et al. to have markings
on the decorative, along which; screws or nails could obviously be fastened as
taught by Theirs to provide a decorative surface that replicates wood.

Regarding claim 19, Palsson already modified by Olofsson et al. discloses
the structure as discussed above, and further discloses an underside of the top
lip (b) comprises a beveled edge (g) corresponding to the bevel, but does not
discléses that the longitudinal edges and transverse edges have a chamfer on
their top side, with the result that a V-shaped joint is formed at the connecting
location between two boards. However, Thiers discloses a floor board (2)
wherein the longitudinal edges and the transverse edges have a chamfer (15,
Par 0066) on their top side, with the result that a V-shaped joint is formed at the

connecting location between two boards as shown in Figure 5. Therefore, it
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would have been obvious to one having ordinary skill in the arts at the time of the
Applicant's invention to modify the floor board of Palsson already modified by
Olofsson et al. so that the longitudinal edges and the transverse edges have a
chamfer on their top side, with the result that a V-shaped joint is formed at the
connecting location between two board as taught by Theirs to provide a panel
that can be easily rotated in relatibn to one another (Par 0067) as well as provide
an aesthetically pleasing surface along the upper edges of the board.

Regarding claims 9 and 10, Palsson already modified by Olofsson et al.
discloses the structure discussed above, but does not disclose a first chamfer on
a top side of the top lip of the second longitudinal edge and a second chamfer
disposed above the tongue of the first longitudinal edge, resulting in a V-shaped
joint formed by connecting boards. However, Thiers discloses a floor board (2)
wherein the first and second longitudinal edges have a first and second chamfer
(15, Par 0066), respectively, on their top side, with the result that a V-shaped
joint is formed at the connecting location between two boards as shown in Figure
5. Theréfore, it would have been obvious to one having ordinary skill in the arts
at the time of the Applicant's invention to modify the floor board of Palsson
already modified by Olofsson et al. to have a first chamfer on a top side of the top
lip of the second longitudinal edge and a second chamfer disposed above the
tongue of the first longitudinal edge, resulting in a V-shaped joint formed by
connecting boards as taught by Theirs to provide a panel that can be easily
rotated in relation to one another (Par 0067) as well as provide an aesthetically

pleasing surface along the upper edges of the board.
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Claims 4, 5, 15, and 17 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Palsson in view of Olofsson et al. as applied to claims 1 and 8
above, and further in view of Kornicer et al. (US 2003/0035921 A1).

Regarding claims 4, 5, 15, and 17, Palsson already modified by Olofsson
et al. discloses the floor board above, but does not disclose that the board
comprises four layers, in which case, in the two outer layers, a longitudinal
direction of strands is ofiented predominantly in the longitudinal direction of the
board, and in the two inner layers, a longitudinal direction of other strands is
loriented predominantly in the transverse direction of the board or that the board
comprises strands glued with an isocyanate resin. However, Kornicer et al.
discloses a multi-layered oriented strand board (10) has four layers, in which
case, in the two outer layers (12, 16), a longitudinal direction of strands is
oriented predominantly in the longitudinal direction of the board, and in the two
inher layers (14, 15), a longitudinal direction of other strands is oriented
predominantly in the transverse direction of the board as shown in Figure 1, and
comprises strands glued with isocyanate resin (Par 0029-0035). Therefore, it
would have been obvious for a person having ordinary skKill in the arts at the time
of the App;licant’s invention to modify the floor.board of Palsson already modified
by Olofsson et al. to have four layers, in which case, in the two outer layers, a
longitudinal direction of strands is oriented predominantly in the longitudinal
direction of the board, and in the two inner layers, a longitudinal direction of other

strands is oriented predominantly in the transverse direction of the board and the
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strands glued with isocyanate resin as taught by Kornicer et al. to provide a
material that is better suited for use as flooring in damp environments (Par

0018).

Claims 7, 12-14, and 20 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Palsson in view of Olofsson et al. as applied to claims 1 and 8
above, and further in view of Hall (US 347,425).

Regarding claim 7, Palsson already modified by Olofsson et .al. discloses
the floor board above, but does not disclose that the bottom lip (14) of the
groove, on the longitudinal and/or transverse side, has depression.s, which are
spaced apart parallel to one another, for accommodating a nail or screw head.
Hall, however, discloses a cladding wherein a bottom lip (B) of a groove
comprises depressions (c), which are spaced apaﬁ parallel to one another, for
accommodating a nail or screw head. Therefore, it would have been obvious for
a person having ordinary skill in the arts at the time of the Applicant’s invention to
modify the floor board of Palsson already hodified by Olofsson et al. to have the
groove, on the longitudinal and/or transverse side, include depressions, which
are spa'ced apart parallel to one another, for accommodating a nail or screw
head as taught by Hall to have preformed holes to fix the floor board in place.

Regarding claims 12-14, Palsson already modified by Olofsson et al.
discloses the structure as discussed above and further discloses that the groove

(h) of the second transverse edge comprises a top lip (24) and a bottom lip (10"),

but does not disclose a plurality of spaced apart recesses provided along the
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bottom lip of the second longitudinal edge nor that the bottom lip of the second
transverse edge having a plurality of spaced apart recesses, and wherein the
plurality of recesses of the second longitudinal edge and the second transverse
edge are configured to accommodate countersunk nail heads or screw heads.
Hall, however, discloses a cladding wherein a bottom lip (B) of a groove
comprises a plurality of spaced abart recesses(c) configured to accommodate
countersunk nail heads or screw head. Therefore, it would have been obvious
for a person having ordinary skill in the arts at the time of the Applicant’s
invention to modify the floor board of Palsson already modified by Olofsson et al.
to have the bottom lips of each of the groove on the longitudinal and transverse
side, have a plurality of spaced apart recesses configured to accommodate
countersunk nail heads or screw head as taught by Hall to have preformed holes
to fix the floor board in place. Furthermore, it has been held that a mere
duplication of parts, such as the duplication of the recesses, has no patentable
significance unless a newvand unexpected result is produced. A duplication of
parts is generally recognized as being within the level of ordinary skill in the art.
In re Harza, 274 F.2d 669, 124 USPQ 378 (CCPA 1955).

Regarding claim 20, Palsson already modified by Olofssoﬁ et al. discloses
a building board comprising two mutually opposite longitudinal edges (2', 2" of
Figure 2) and two mutually opposite transverse edges (2", 2 v of Figure 6)
running at right angles to the longitudinal edges, one longitudinal edge and one
transverse edge in each case having a tongue (11, e respectively) and the

opposite longitudinal edge and transverse edge having a groove (13, h



Application/Control Number: 10/736,702 | Page 11
Art Unit: 3637

respectively) corresponding to the tongue, via which a plurality of building boards
vcan be connected to one another and locked in the vertical direction in relation to
one another, wherein the groove on the longitudinal edge is bouﬁded by a top lip
(b) and a bottom lip (14), the bottom lip prbjects laterally beyond the top lip and
has a concave recess (c) over the entire length, the tongue has a convex
underside (d) which corresponds to the recess, but does not discloses that the
bottom lip has a plurality of spaced apart depressions configured to
accommodate a countersunk nail head or screw head. Hall, however, discloses
a cladding wherein a bottom lip (B) of a groove comprises a plurality of spaced
apart recesses(c) configured to accommodate countersunk nail heads or screw
head. Therefore, it would have beeh obvious for a person having ordinary skill in
the arts at the time of the Applicant’s invention to modify the floor board of
Palsson already modified by Olofsson et al. to have the bottom lips of each of the
groove on the longitudinal and transverse side, have a plurality of spaced apart
recesses configured to accommodate countersunk nail heads or screw head as

taught by Hall to have preformed holes to fix the floor board in place.

Claim 18 ié rejected under 35 U.S.C. 103(a) as being unpatentable over
Palsson in view of Olofsson et al. as applied to claim 8 above, and in further view
of Smid et al. (US 6012255).

Regarding claim 18, Palsson already modified by Olofsson et al. discloses
the floor board above, but does not disclose markings provided on a top side of

the board and adapted to correspond to spacing between beams. However,
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Smid et al. in Figures 2A-2F discloses building material with a plurality of marks
(12) corresponding to spacing of supports on which the building material would
be mounted. Therefore, it would have been obvious for a person having ordinary
skill in the arts at the time of the Applicant’s invention to modify the floor board of
Palsson already modified by Olofsson et al. to include markings on a top side of
the board and adapted to correspond to spacing betwéen beams as taught by
Smid et al. to provide a visual indicator for a worker of where to fasten the board

(Abstract).

Claims 21 and 23 are rejected under 35 U.S.C. 103(a) as being
unpatentable over Palsson in view of Olofsson et al. as applied to claims 1 and 8
above, and in further view of Schneider (US 6,385,936 B1).

Regarding claims 21 and 23, Palsson already modified by Olofsson et al.
discloses the floor board above, but does not disclose that the bevel is a flat or
planar surface. However, Séhneider in Figure 3 discloses a floor board having a
tongue (30) with a flat or planar bevel (46) in order to facilitate the joining process
(Col 2, Ln 29-31). Therefore, it wouldvhave been obvious to a person having
ordinary skill in the art at the time of the Applicant’s invention to modify the floor
board of Pélsson already modified by Olofsson et al. to further have a bevel that
is flat or planar as taught by Schneider to provide a fapered surfacé that would

facilitate assembly.
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Response to Arguments
Applicant’'s arguments, see pages 8-9 of Remarks filed 9/04/07, with
respect to the drawing objection and pages 9-10 of Remarks filed 09/04/07 with
respecf to the 35 U.S.C. 112, 2" paragraph rejection on claim 18 has been fully
considered and are persuasive. The drawing objection and the 35 U.S.C. 112,

2" paragraph rejection on claim 18 have been withdrawn.

Applicant's arguments with respect to claims 8 and 16, and with respect to
claim 1 in view of Palsson have been considered but are moot in view of the new

ground(s) of rejection.

With respect to Applicant’s argument for claims 1, 2, and 11 rejected
under 35 U.S.C. 103(a) és unpatentable over Palsson in view of Olofsson:

Applicant argues, “Palsson does not disclose a tongue having a convex
underside and a bevel” and that the “element ‘a’ [of Palsson] does not constitute
a bevel, as recited in the claimed invention, because it exhibits a wavy (i.e., not
flat or planar) contour.” Furthermore, Applicant defines the term bevel as “the
inclination that one line or surface makes with another when note at right éngles,’

”

or ‘a surface that does not form a right angle with adjacent surface.” (emphasis

added). Even by Applicant’'s own definitions, the term bevel does not require a

flat or planar contour. Further element “a” of Palsson, as annotated in Palsson,
fits the definition of a bevel as offered by Applicant. While Applicant’s drawings

may show a bevel “b” including flat or planar surface, such limitations are not
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recited in the claim. For all of these reasons, element “a,” although not flat or
planar is nevertheless a bevel.

Applicant further argues, that Olofsson does not disclose that the tongue
comprises a recess and “Olofsson does not disclose a recess adjacent té a
bevel.” However, as shown in circléd portion (b) of Olofsson, the tongue of
Olofsson indeed comprises a recess. Moreover, the recess in Olofsson may
include the entire region extending before the right side of “a” and the left most
edge of the top planar surface. Thus Olofsson discloses‘a recess adjacent a
bevel “3”. Further, Palsson already discloses the bevel “a,” while Olofsson
teaches a recess “6,” the recess (6) of Olofsson being formed at the intersection
of a vertical side wall and the tongue as shown in the annotated region (b).
Modifying Palsson to include recess “6” of Olofsson would place recess “6”
adjacent to the bevel “a” of Palsson, thus reading on the claimed limitations.

Applicant further argues, “modifying Palsson by adding such a guiding
wedge 3 would vrender Palsson unsatisfactory.” However, the rejection does not
incorporate the wedge 3 of Olofsson into Palsson. The reference of Olofsson is
used only as a teaching for a recess as the Areference of Palsson already
discloses all the Iimifations required by the claim for the exception of the recess.

In response to applicant's argument that the examiner’'s conclusion of
obviousness is based upon improper hindsight reasoning, it must be recognized
that any judgment on obviousness is in a sense necessarily a reconstruction
based upon hindsight reasoning. But so long as it takes into account only

knowledge which was within the level of ordinary skill at the time the claimed
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invention was made, and does not include knowledge gleaned only from the
applicant's disclosure, such a reconstruction is proper. See In re McLaughlin,
443 F.2d 1392, 170 USPQ 209 (CCPA 1971). The reconstruction is proper
because Olofsson indeed teaches a recess, which is formed in the tongue and is
adjacent a bevel, for the purpose of collecting excess glue (Col 3, Ln 21-28 of

Olofsson et al.)

In response to Applicant’s argument for claims 12-14 and 20 rejected under 35
U.S.C. 103(a) as unpatentable over Palsson in view of Hall:

Applicant argues “Hall does not compensate for the deficiencies of
Palsson with respect to claim 20 because Hall does not disclose a plurality of -
spaced apart depreséions in a bottom lip that bounds a groove.” Applicant
further argues “Hall’g flange B is not a bottom lip that bounds a groove that
corresponds to a tongue.” Furthermore, Applicant states that Hall has a “lip or
flange portion B” and that the “flange B comprises holes ¢ for screws or nails.”
Hall indeed discloses a bottom lip “B” with a plurality of spaced apart depressions
“c” so that fastener heads Can be flush with the top surface of the bottom lip “B.”
Moreover, modifying Palsson, which already has a groove in the bottom lip, to
include a plurality of spaced apart depressions “c” as taught by Hall would place

the spaced apart depressions in the bottom lip of Palsson that bounds a groove,

thus reading on the claimed limitations.
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Conclusion

Any inquiry concerning this communication or earlier communications from
the examiner should be directed to Christine T. Cajilig whose telephone number
is (671) 272-8143. The examiner can normally be reached on Monday - Friday
from 9am - 5pm. |

If attempts to reach the examiner by telephone are unsuccessful, the
examiner's supervisor, Lanna Mai can be reached on (571)272-6867. The fax
phone number for the organization where this application or proceeding is
assigned is 571-273-8300.

Information regarding the status of an application may be obtained from
the Patent Application Information Retrieval (PAIR) system. Status information
for published applications may be obtained from either Private PAIR or Public
PAIR. Status information for Unpublished applications is available through
Private PAIR only. ‘For more information about the PAIR system, see http://pair-
direct.uspto.gov. Should you have questions on access to the Private PAIR
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-
free). If you would like assistance from a USPTO Customer Service
Representative or access to the automated information system, call 800-786-

9199 (IN USA OR CANADA) or 571-272-1000.

ICTC/
9/18/07

LANNA MAI
SUPERVISORY PATENT EXAMINER
TECHNOLOGY CENTER 3600
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